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REMARKS 

Withdrawn Claims 

Claims 7, 22, and 23 are withdrawn from consideration due to a prior restriction 
requirement. Applicant has not cancelled these claims from the application, because these 
claims depend from a generic claim (claim 1). If the generic claim is allowed, the withdrawn 
claims should also be allowed. 

Rejection under 35 U.S.C. $ 102 

Claims 1-6 and 29-31 are rejected under 35 U.S.C. § 102(b) as being anticipated by 
U.S. Patent No. 3,608,539 (hereinafter referred to as "Miller"). 

A claim is anticipated only if each and every element as set forth in the claim is 
found, either expressly or inherently described, in a single prior art reference. Verdegaal 
Bros. v. Union Oil Co. of California, 814 F.2d 628, 631, 2 USPQ2d 1051, 1053 (Fed. Cir. 
1987). The identical invention must be shown in as complete detail as is contained in the 
claim. Richardson v. Suzuki Motor Co., 868 F.2d 1226, 1236, 9 USPQ2d 1913, 1920 (Fed. 
Cir. 1989). Applicant respectfully submits that the applied reference does not satisfy these 
criteria. 

Independent Claim 1 and Dependent Claims 2-7 

In the rejection of claim 1, the Office Action notes that Miller discloses "a bendable 
needle," "a sharp cutting end," "a removable stylet tube." Office Action, page 2. The Office 
Action further asserts that Miller comprises "another stylet" that is "a flexible coil, a rod, and 
tube." Id. 

Applicant respectfully submits that the rejection impermissibly mixes, matches, and 
combines the characteristics of different structural elements of Miller. However, the 
elements shown in an applied reference under 35 U.S.C. § 102 must be arranged exactly as 
required by the claim. In re Bond, 910 F.2d 831, 15 USPQ2d 1566 (Fed. Cir. 1990). 
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Applicant notes that claim 1 requires a "removable stylet" which, in turn, comprises 
"a flexible stylet body" and "a tip that aligns flush to the sharp cutting edge of the bendable 
tubular needle." Furthermore, claim 1 recites "wherein the bendable tubular needle is 
bendable by manual manipulation when the removable stylet is inserted in the bendable 
tubular needle and the removable stylet remains removable from the bendable tubular needle 
after the bendable tubular needle is bent." 

Applicant submits that there is no single flexible stylet in Miller that satisfies all of 
these requirements. 

Applicant submits that "piercing member 12" (alternatively referred to as "stylet 12" 
in Miller) does not satisfy these requirements. First, piercing member 12 is explicitly 
described by Miller as being constructed of "stainless steel of 2 millimeters in diameter." 
Col. 2, lines 70-72. There is no evidence or reason to believe that, when piercing member 12 
is placed within cannula 1 1 of Miller and cannula 1 1 is bent, piercing member 12 would be 
removable from cannula 11. Instead, Applicant respectfully submits that, because both 
cannula 1 1 and piercing member 12 are stainless steel elements, piercing member 12 would 
be retained in cannula 11. See paragraphs [0005] and [0006] of the present application. 

Additionally, Applicant respectfully submits that "ejector member 13" does not 
satisfy the requirements of the removable stylet of claim 1. Specifically, Miller explicitly 
states that ejector member 13 is "[a] blunt ended flexible ejector". Col. 1, lines 70-71 
(emphasis added). Thus, ejector member 13 cannot be fairly said to include "a tip that aligns 
flush to the sharp cutting edge of the bendable tubular needle" as recited by claim 1. 

Accordingly, Miller does not anticipate claim 1. Claims 2-7 depend from claim 1 and 
are, likewise, not anticipated by Miller. 
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Claim 29 recites: 

a bendable tubular needle having a sharp cutting end at a distal end and a hollow 
fitting structure at a proximal end; 

a removable stylet, of variable length, inserted in a hollow interior of the bendable 
tubular needle, wherein the removable stylet further comprises: 

a fitting structure adapted to mate with the hollow fitting structure of the 
bendable tubular needle; 

a flexible stylet body that allows the stylet to bend within the bendable tubular 
needle, wherein the flexible stylet body aids in maintaining patency of the 
bendable tubular needle when the bendable tubular needle is bent; and 

a tip, wherein the fitting structure, when mated with the hollow fitting of the 
bendable tubular needle, compresses the flexible stylet body to maintain the tip in 
an alignment against the sharp cutting end to form a flush surface at the distal end 
of the bendable tubular needle; 

wherein the bendable tubular needle is bendable by manual manipulation when 
the removable stylet is inserted in the bendable tubular needle and the removable 
stylet remains removable from the bendable tubular needle after the bendable tubular 
needle is bent. 

For the reasons discussed above in regard to claim 1, Applicant submits that claim 29 
is patentable over Miller. 

Also, there is no disclosure in Miller of a flexible stylet "of variable length." Miller 
only discloses stylet 12 and "ejector member 13." Stylet 12 is disclosed as being constructed 
of stainless steel. Ejector member 13 is only disclosed as being formed of Teflon rod or a 
wire having an outside diameter about equal to the inside diameter of the cannula of Miller. 
Col. 2, lines 59-63. There is no basis in Miller to conclude that the Teflon rod or wire is of 
"variable length." 

The rejection argues that the stylet of Miller is inherently of "variable length," 
because the operator would select the appropriate size for the patient being operated on. 
Office Action, page 3. This argument is insufficient to support a rejection under 35 U.S.C. 
§ 102, because the proffered circumstance merely involves selecting a different stylet of a 
longer or short fixed length. The proffered circumstance does not encompass a single stylet 
of variable length. 



25616315.1 



7 



Application No.: 10/627,233 



Docket No. 02-048 



The rejection further asserts that stylet 13 of Miller is coiled and, hence, is 
compressible. However, there is no basis in Miller to support the assertion that stylet 13 is 
coiled. Miller only states that stylet 13 could be formed of Teflon rod or a wire having an 
outside diameter about equal to the inside diameter of the cannula of Miller. Col. 2, lines 59- 



Additionally, there is no disclosure that ejector member 13 could be compressible to 
"to maintain the tip in an alignment against the sharp cutting end to form a flush surface at 
the distal end of the bendable tubular needle." Also, as previously noted, ejector member 13 
merely possesses a "blunt" surface. The stainless steel construction of stylet 12 of Miller is 
clearly not compressible in the manner recited by claim 29. 

Furthermore, there is no disclosure that either stylet 12 or ejector member 13 are 
adapted to mate with a structure on the tubular needle so as to compress the variable length 
body of the removable stylet. 

Therefore, claim 29 is patentable over Miller. Claims 30 and 3 1 depend from claim 
29 and are likewise patentable. 



Applicant respectfully submits that the application is in condition for allowance and 
requests the Examiner to pass the application to issue. Applicant believes no fee is due with 
this response. However, if a fee is due, please charge Deposit Account No. 06-2380, under 
Order No. 02-048 from which the undersigned is authorized to draw. 



63. 



Conclusion 



Dated: January 19, 2006 



Respectfully submitted, 
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2200 Ross Avenue, Suite 2800 
Dallas, Texas 75201-2784 
(214) 855-8185 
(214) 855-8200 (Fax) 
Attorney for Applicant 
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